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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. -j ^ i 

ff the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- nS period t reply ts'fpe^^^^^ above, the maximum' statute^ period will apply and will expire SIX (6) ^OmHS U^^^^^^^ commun.cat.on. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 US. a § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )^ Responsive to communication(s) filed on 31 December 2003 . 
2a)|EI This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) 1EI Claim(s) 35.36.38-50.61-64 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) IEI Claim(s) 35.36.33,39.42-50 and 61-64 is/are rejected. 

7) |E1 Claim(s) 40 and 41 is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or bO objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

1 1) 0 The proposed drawing correction filed on is: a)^ approved b)^ disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) 0 The oath or declaration is objected to by the Examiner. 
Priority under 35 U-S.C. §§119 and 120 

13) 13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)IEI All b)n Some * 0)0 None of: 

1 -□ Certified copies of the priority documents have been received. 

2.13 Certified copies of the priority documents have been received in Application No. 08-875,237 . 
3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 . 

Attachment(5) 

1) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) Paper No(s) - 

2) □ Notice of Draftsperson's Patent Drawing Review (PT0.948) 5) □ Notice of Infomial Patent Application (PTO-152) 

3) □ Information Disclosure Statement(s) {PTO-1449) Paper No(s) . 6) □ Other: 
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DETAILED ACTION 

Claim Rejections - 35 USC § 102/103 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 35, 36, 39, and 41-45, and 47-49 are rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103 (a) as obvious over Masuda. Masuda 
et al. teaches the preparation of highly water absorbent materials employing resins produced by 
polymerizing cellulose, at least one polymerizable monomer, a cross linking agent, and 
optionally in the presence of a radical polymerization catalyst (abstract and Column 5, Lines 1- 
6). The composition can be mixed with various additives (Column 5, Lines 50-56). The water 
absorbing resins may be applied to various substrates such as cloth or paper by any known 
method (Column 6, Lines 3 et seq). Such methods include immersing the substrate in an 
aqueous solution of the mixture and subsequently drying the substrate. Additionally, the 
polymerization rnay result after combining with the substrate and then dried for use (Column 6, 
Lines 1-23). Masuda anticipated the claimed subject matter. Masuda does not specifically 
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disclose that the super absorbent material is in the form of a plurality of discrete, substantially 
semi-spherical islets with a diameter of between 10 and 1000 microns. However, Masuda uses 
the same components in the same amounts and appears to prepare the substrate by an identical 
super-absorbent material. Alternatively, it would have been obvious to one having ordinary skill 
in the art at the time of the invention was made to have optimized the shape and size of the 
super-absorbent material of Masuda, since it has been held that discovering the optimum or 
workable ranges involve only routine skill in the art. In re Aller, 105 USPQ 233. In the present 
case, it would have been obvious to the skilled artisan to have optimized the shape and size of 
the super absorbent material of Masuda motivated by the desire to obtain a substrate having 
predetermined absorbency properties. It is the examiner's position that the substrate of 
Burkholder and Gross is identical to or only slightly different than the claimed substrate prepared 
by the method of the claimed method, because both substrates are formed by a similar method 
and result in a highly absorbent article. Even though the product by process claims are limited by 
and defined by the process, determination of patentabihty is based on the product itself. The 
patentability of a product does not depend on its method of production. If the product in the 
product-by-process claim is the same as or an obvious from a product of the prior art, the claim 
is unpatentable even though the prior product was made by a different process. In re Thorpe, 
221 USPQ 964, 966 (Fed. Cir. 1985). The burden has been shifted to the applicant to show 
unobvious differences between the claimed product and the prior art product. In re Marosi, 218 
USPQ 289, 292 (Fed. Cir. 1983). Alternatively, it is well known in the art to use a catalyst 
material in order to control the. rate of crosslinking and it would have been obvious to the skilled 
artisan to add a catalyst material to the composition of Burkholder and Gross either anticipated 
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or strongly suggested the claimed subject matter. It is noted if the applicant intends to rely on 
Examples in the specification or in a submitted Declaration to show non-obviousness, the 
applicant should clearly state how the Examples of the present invention are commensurate in 
scope with the claims and how the Comparative Examples are commensurate in scope with the 
prior art. 

Masuda does not specifically disclose that the super absorbent material is in the form of a 
plurality of discrete, substantially semi-spherical islets with a diameter of between 10 and 1000 
microns. However, Masuda uses the same components in the same amounts and appears to 
prepare the substrate by an identical super-absorbent material. Alternatively, it would have been 
obvious to one having ordinary skill in the art at the time of the invention was made to have 
optimized the shape and size of the super-absorbent material of Masuda, since it has been held 
that discovering the optimum or workable ranges involve only routine skill in the art. In re Aller, 
105 USPQ 233. In the present case, it would have been obvious to the skilled artisan to have 
optimized the shape and size of the super absorbent material of Masuda motivated by the desire 
to obtain a substrate having predetermined absorbency properties. With regard to Claim 47, it is 
the examiner's position that the substrate of Masuda is identical to or only slightly different than 
the claimed substrate prepared by the method of the claimed method, because both substrates are 
formed by a similar method and result in a highly absorbent article. Even though product-by- 
process claims are hmited by and defined by the process, determination of patentability is based 
on the product itself The patentability of a product does not depend on its method of 
production. If the product in the product-by-process claim is the same as or an obvious from a 
product of the prior art, the claim is unpatentable even though the prior product was made by a 
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different process. In re Thorpe, 221 USPQ 964, 966 (Fed, Cir. 1985). The burden has been 
shifted to the apphcant to show unobvious differences between the claimed product and the prior 
art product. In re Marosi, 218 USPQ 289, 292 (Fed. Cir. 1983). Masuda either anticipated or 
strongly suggested the claimed subject matter. It is noted that if the applicant intends to rely on 
Examples in the specification or in a submitted Declaration to show non-obviousness, the 
applicant should clearly state how the Examples of the present invention are commensurate in 
scope with the claims and how the Comparative Examples are commensurate in scope with the 
Masuda. 

Claims 35-39, 41-45 and 47-49 are rejected under 35 U.S.C. 102(b) as anticipated by or, 
in the alternative, under 35 U.S.C. 103 (a) as obvious over Burkholder, Jr. or Gross. Burkholder 
and Gross disclose the production of absorbent substrates by applying a composition of a 
hydrophilic polymer together with a cross-linking agent on a substrate and subsequently curing 
of the coating. The coating can be applied to various substrates to forma s uper-absorbent article, 
such as surgical sponges and fibrous sheets and webs. Burkholder and Gross anticipated the 
claimed subject matter. Burkholder and Gross do not specifically disclose that the super 
absorbent material is in the form of a plurality of discrete, substantially semi-spherical islets with 
a diameter of between 10 and 1000 microns. However, Burkholder and Gross use the same 
components in the same amounts and appears to prepare the substrate by an identical method as 
the present invention; thus it is the examiner's position that Burkholder and Gross inherently 
have a identical super-absorbent material. Altematively, it would have been obvious to one 
having ordinary skill in the art at the time of the invention was made to have optimized the shape 



Application/Control Number: 09/455,574 Page 6 

Art Unit: 1725 

and size of the super-absorbent material of Burkholder and Gross, since it has been held that 
discovering the optimum or workable ranges involve only routine skill in the art. In re Aller, 105 
USPQ 233. In the present case, it would have been obvious to the skilled artisan to have 
optimized the shape and size of the super-absorbent material of Burkholder and Gross motivated 
by the desire to obtain a substrate having predetermined absorbency properties. With regard to 
Claims 37, 41-45 and 47, it is the examiner's position that the substrate of Burkholder and Gross 
is identical to or only shghtly different than the claimed substrate prepared by the method fo the 
claimed method, because both substrates are formed by a similar method and result in a highly 
absorbent article. Even though the product by process claims are limited by and defined by the 
process, determination of patentability is based on the product itself The patentability of a 
product does not depend on its method of production. If the product in the product-by-process 
claim is the same as or an obvious firom a product of the prior art, the claim is unpatentable even 
though the prior product was made by a different process. In re Thorpe, 227 USPQ 964, 966 
(Fed. Cir. 1985). The burden has been shifted to the applicant to show unobvious differences 
between the claimed product and the prior art product. In re Marosi, 218 USPQ 289, 292 (Fed. 
Cir. 1983). Alternatively, it is well known in the art to use a catalyst material in order to control 
the rate of crosslinking and it would have been obvious to the skilled artisan to add a catalyst 
material to the composition of Burkholder and Gross either anticipated or strongly suggested the 
claimed subject matter. It is noted if the applicant intends to rely on Examples in the 
specification or in a submitted Declaration to show non-obviousness, the applicant should clearly 
state how the Examples of the present invention are commensurate in scope with the claims and 
how the Comparative Examples are commensurate in scope with Burkholder and Gross. 
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Claim 50 is rejected under 35 U.S.C. 103(a) as being unpatentable over Burkholder, Jr. or 
Gross. With regard to Claim 50, neither Burkholder or Gross disclose the specific composition 
ranges of the components. It would have been obvious to one having ordinary skill in the art at 
the time of the invention was made to have optimized or found workable concentration ranges 
for the composition of Burkholder and Gross since it has been held that discovering the optimum 
or workable ranges involves only routine skill in the art In re Aller, 105 USPQ 322. 

Claims 46 and 61 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Masuda, Burkholder, Jr. or Gross in view of Bottiglione et al. (5,246,770). Masuda, Burkholder, 
and Gross do not specifically disclose adding soot to the composition to make it conductive or 
forming a cable comprising the substrate material as the sheathing material. Bottighone 
discloses that it is known in the art to apply conductive material to a super absorbent coated 
substrate material and use that material as a sheathing for a cable. It would have been obvious to 
the skilled artisan to have used the substrate of Masuda, Burkholder, or gross as a cable 
sheathing as taught by Bottiglione, motivated by the desire to obtain an effective water barrier 
for a cable. Additionally it would have been obvious to the skilled artisan to have added a 
conductive material to the composition of Masuda, Burkholder, or Gross, as taught in 
Bottiglione, motivated by the desire to form an electrically conductive material. 

Claims 62 and 63 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Masuda, Burkholder, Jr. or Gross in view of Nishino et al. (5,275,884). 



Application/Control Number: 09/455,574 Page 8 

Art Unit: 1725 

Nishino teaches an adsorbent product used in a baby diaper and packaging material 
(Column 5, Lines 61 through Column 6, Line 5). It would have been obvious to the skilled 
artisan to have used the substrate of Masuda, Burkholder, or gross as a agricultural substrate as 
taught by Nishino et aL motivated by the desire to effectively contain Hquids. 

Claim 64 is rejected under 35 U.S.C. 103(a) as being unpatentable over Masuda, 
Burkholder, Jr. or Gross in view of Miller (4,321,997). Miller teaches an agricultural substrate 
comprising an absorbent (abstract). It would have been obvious to the skilled artisan to have used 
the substrate of Masuda, Burkholder, or gross as a agricultural substrate as taught by Miller, 
motivated by the desire to contain food juices. 

Allowable Subject Matter 

Claims 40 and 41 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the Hmitations of the base 
claim and any intervening claims. 

The following is an examiner^s statement of reasons for allowance: The prior art of record 
does not suggest or teach adding foaming agent to the super absorbent composition prior to 
applying the composition to the substrate and causing the composition to be foamed at any time 
after the addition of the foaming agent. 

Any comments considered necessary by applicant must be submitted no later than the 
payment of the issue fee and, to avoid processing delays, should preferably accompany the issue 
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fee. Such submissions should be clearly labeled "Comments on Statement of Reasons for 
Allowance." 

Response to Arguments 

Applicant argues the two declarations by Dr. Harald Schmidt and the absorbency data 
graph establishes unexpected resuhs when using 10 |a to 1000 \x islet diameters. The examiner 
disagrees. As stated in the previous office action, to establish unexpected results over a claimed 
range, applicants should compare a sufficient number of tests both inside and outside the claimed 
range to show the criticality of the claimed range. In re Hill, 284 F,2d 955, 128 USPQ 197 
(CCPA 1960). Whether the unexpected results are the result of unexpectedly improved results or 
a property not taught by the prior art, the "objective evidence of nonobviousness must be 
commensurate in scope with the claims which the evidence is offered to support." In other 
words, the showing of unexpected results must be reviewed to see if the results occur over the 
entire claimed range. In re Clemens, 622 F.2d 1029, 1036, 206 USPQ 289, 296 (CCPA 1980). 
In the instant case, applicant has claimed a semi-spherical islet with a diameter between 10 |i to 
1000 |i, however applicant only presents five test points to cover a range of 1400 \i. It is the 
examiner's position that merely providing five test points fails to establish a trend in the 
exemplified data which would allow the artisan to reasonably extend the probative value the 
evidence through the claimed range. 

In addition to the lack of sufficient test points, applicant has failed to prove unexpected 
results over the entire claimed range. In particular, applicant has not provided any test results 
between 10 \i and 250 |i nor has applicant provided any test results between 550 \i and 1300 \i. 
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Applicant is reminded that he is attempting to establish criticality over the entire claimed range- 
not just a small portion of the claimed range. Applicant must compare a sufficient number of 
tests both inside and outside the claimed range to show the criticality of the claimed range. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi*om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications fi:om the 
examiner should be directed to Jonathan Johnson whose telephone number is 703-308-0667. 
The examiner can normally be reached on M-Th 7 AM-5 :30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tom Dunn can be reached on 703-308-3318. The fax phone numbers for the 
organization where this appUcafion or proceeding is assigned are 703-872-9310 for regular 
communications and 703-872-931 1 for After Final communications. 
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Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-1495. 



jj 

January 25, 2004 



